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REMARKS 

By this amendment, claims 1, 2, and 6-8 are revised to place this application 
in condition for allowance. Currently, claims 1-27 are before the Examiner for 
consideration on their merits. 

In review, claims 1, 2, 6 f 7, and 8 have been revised responsive to the 
rejection under 35 U.S.C, § 112, second paragraph. That is, the term "particularly" 
has been removed from claims 1, 6, and 7 t and the instances of a lack of antecedent 
basis have been corrected. Also, claim 6 has been rewritten to clarify the method 
aspect of the invention. 

Regarding the rejection under 35 U.S.C. § 1 12, first paragraph, Applicant 
would like to traverse the rejection. In the Office Action, the Examiner contends that 
"braiding occupancy" is unclear, and contends that the specification does not meet 
the enablement requirement. First, Applicant request that the rejection be clarified, if 
maintained, to indicate whether the rejection is a lack of enablement or 
indefiniteness. It seems that the Examiner is arguing that the term "braiding 
occupancy" is indefinite, and thus would violate 35 U.S.C. § 112, second paragraph, 
not the first paragraph. Also, while a lack of enablement is alleged, it is unclear as to 
what is meant by this allegation. Regarding the latter objection, the Examiner's 
attention is directed to page 5, lines 3-11, wherein an occupied braid is mentioned. 
Figure 2 refers to a normal braid, which shows that each thread is over or under two 
other threads. This contrasts with the braid of Figure 3, which is a semi-occupied 
braid wherein the one thread is over or under another thread. The braid of Figure 4 
is a tandem occupied braid wherein a pair of threads passes over or under another 
pair of threads. One of skill in the art when reading the specification and viewing 
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Figures 2-4 would clearly understand the differences between these Figures and the 
meaning of the different occupancies. 

For the Examiner's benefit, an internal document of the Applicant is attached 
herewith, which shows the different occupations referenced in the instant application. 

In light of the description in the specification, the illustrations of Figures 2-4, 
and the attached documents, Applicant respectfully contends that there is no 
indefiniteness regarding the term braiding occupancy, nor is the specification non- 
enabling in this regard. Therefore, the rejection is in error and should be withdrawn. 

Turning now to the prior art rejection, it is asserted that the rejection is in error 
and must be withdrawn on the grounds that a prima facie case of obviousness has 
not been established by the applied prior art In review, the Examiner rejects claims 
1^, 6^10, 12-14, and 18-23 under 35 U.S.C. § 103(a) based on EP 261023 to Judic 
when taken in view of United States Patent No. 4,523,366 to Lodge et al. (Lodge). In 
the rejection, the Examiner alleges that Judic teaches the invention except for the 
provision of the fibrous material being in a folded form. In response to this 
deficiency, the Examiner relies on Lodge Urallege that it is known to have a braid in 
the form of a folded shape, and given the teachings of Lodge, one of skill In the 
art would be motivated to use a folded fibrous medium in the teachings of Judic. 

Claims 5, 11, 15-17, and 24-27 stand rejected under 35 U.S.C. § 103(a) based 
on the combination of Judic and Lodge when further modified by United States Patent 
No. 6,045,757 to Moriarty et al. (Moriarty). In this rejection, the Examiner admits that 
neither Judic nor Lodge teaches the use of a polypropylene plug, but that use of 
such would be obvious since Moriarty teaches such a plug. 

The rejection based on Judic and Lodge fails for a number of reasons, each 
being listed by separate heading and ensuing discussion. 
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Judic 

While the Examiner characterizes Judic as teaching the claimed fibrous 
material, the Examiner fails to specifically address the claim limitation that the fibrous 
material is braided and synthetic. The description of Judic in the instant 
specification, see page 1, lines 9-31 reveals that the fibrous material of Judic is wood 
viscose, cellulose, cotton or other. There is no suggestion of either a braided 
material or one that is synthetic. Therefore, even if one were to conclude that it 
would be obvious to fold the material of Judic given the teachings of Lodge, the 
braided synthetic fiber limitations would still not be met. 

Turning now to Lodge, this patent does not supply the deficiencies in Judic, 
and the rejection is still flawed. As noted above, Judic does not teach the use of a 
synthetic braided material. Lodge teaches neither of these missing features in Judic. 

First, Lodge teaches the use of a roving which is entirely different from a 
braid. A roving cannot be compared to a braid. A "roving* 7 is a fibrous material that 
is a group of threads which are approximately parallel. These threads may be 
subject to a slight twisting or torsion in order to maintain the assembly. Whereas a 
"roving" is considered to be formed by parallel strands or filaments without an 
international twist, a braid, as shown in the specification, has interlaced threads, and 
in the case of the normal occupancy, at least three threads interlaced. Forming the 
fibrous material in a braid provides a good uniformity of its diameter and porosity to 
enable a uniform liquid flow. 

Since Lodge fails to teach a braided synthetic fiber, combining Lodge with 
Judic would only result in a fibrous material having a fold in it but not the pipette of 
claim 1 or the method of claim 1. 
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There is also no basis to conclude that one could modify the roving of Lodge 
and make it a braided fibrous material since there is no suggestion, either express or 
implicit, in the art to support such a contention. 

The failings of the combination of Lodge and Judic cannot be cured by 
Moriarty since the reliance on this reference is misplaced. That is, there is no 
motivation to look to the teachings of Moriarty since this patent is related to a 
membrane filter used in a pipette tip and not in a pipette. Put another way, the 
polypropylene plug of Moriarty is used to stop liquid, not control its flow. This 
contrasts with the use of claimed pipette which has a sampling end and a suction 
end, with the fibrous material in the suction end, akin to those disclosed in Judic and 
Lodge, and wherein the plug is adapted to regulate a pouring or flow rate of the 
pipetted liquid. One of skill in the art would not look to the teachings of Moriarty's 
pipette plug and modify the suction end pipette plug of Judic and Lodge via the use 
of the polypropylene material of Moriarty. Any allegation that the teachings of 
Moriarty in terms of the use of a polypropylene material could be relied upon to 
modify either or both of Judic and Lodge is the hindsight reconstruction of the prior 
art in light of Applicant's own disclosure. Therefore, the flaws in the rejection of 
independent claims 1 and 6 based on Judic and Lodge are not cured by Moriarty. 

Furthermore, the rejection of dependent claims 5, 11, 15, 17, and 24-27 is in 
error for the same reasons as listed above. Moriarty does not motivate one of skill in 
the art to make the plugs of Judic and Lodge from polypropylene. 

To further substantiate the inventiveness of the use of a synthetic fiber, and 
particularly polypropylene, the Examiner's attention is directed to the specification, 
page 3, lines 24-31 . Therein, it is noted that there are a number of problems with 
natural fibers in terms of contamination and disruption of the testing conditions, and 



9 

PAGE 10/1 6 t RCVD AT 7/20/2005 2:51 :40 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF-6/0 * DN1S:8729306 * CS!D:2028351755 * DURATION (mm-ss):03-54 



JUL-20-2005 14:52 



CLARK & BRODY 



2028351755 



P. 11 



the employment of synthetic fibers as part of the claimed pipette and method 
overcomes these prior art difficulties. This is further substantiation that the prior art 
fails to establish a prima facie case of obviousness against claims 1 and 6, and 
those dependent claims specifying polypropylene as the braid material 

To summarize, it is contended that the rejection of claims 1 and 6 based on 
the combination of Judic and Lodge is flawed since even if these references were 
combined, the limitations found in claims 1 and 6 are still lacking. Moreover, 
Moriarty does not overcome the failings in the combination of Judic and Lodge, and 
this reference cannot be used to reject claims 1 and 6. Moriarty also fails to 
establish the obviousness of claims 5, 11, 15-17, and 24-27. 

Accordingly, the Examiner is requested to examine this application in light of 
this amendment and pass claims 1-27 onto issuance. 

If the Examiner believes that an interview with Applicant's attorney would 
expedite allowance of this application, the Examiner is invited to telephone the 
undersigned at 202-835-1753. 

The above constitutes a complete response to all issues raised in the Office 
Action dated April 20, 2004. 

Again, reconsideration and allowance of this application is respectfully 
requested. 
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Please charge any fee deficiency or credit any overpayment to Deposit 
Account No. 50-1088. 




Reg. No. 33,613 

Customer No. 22902 
1090 Vermont Ave. NW 
Suite 250 

Washington, DC 20005 
Telephone: 202-835-1111 
Docket No.: 71247-0012 
Date: July 20, 2005 
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